
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 M 450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/871,465 



05/30/2001 



Jesse Donaldson 



7590 



03/23/2004 



WAGNER, MURABITO & HAO LLP 
Third Floor 

Two North Market Street 
San Jose, CA 95113 



PALM-3639 



1512 



EXAMINER 



PENDLETON, BRIAN T 



ART UNIT 



PAPER NUMBER 



2644 

DATE MAILED: 03/23/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



• 

Office Action Summary 


Application No. 

09/871,465 


Applicant(s) 
DONALDSON ET AL. 


Examiner 

Brian T. Pendleton 


Art Unit 

2644 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1, 2, 4, 6, 9-11, 14-16, and 18-26 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Kanamori et al. Kanamori et al teach a portable telephone set 
(which is handheld) comprising first audio source 101 coupled to first variable 
attenuator/amplifier 203, second audio source 110 coupled to second variable 
attenuator/amplifier 205, control unit 1 1 1 and mixer 206 for outputting an audio signal. 
The first audio source 101 is a talking voice signal while second audio source 1 10 is a 
music information storage part (see column 5 lines 15-16). The main control unit 111 
instructs the first and second variable attenuators/amplifiers 203, 205 to adjust their 
volumes via the gain control part 201 . See column 5 lines 27-42. The main control unit 
1 1 1 acts as a priority logic unit for assigning priority levels to the audio sources since 
determines the volumes of the voice signal from source 101 and the music signal from 
source 110 based on whether the phone is in music replay mode, communication mode, 
or when a call is received over the radio communication network during music replay. 
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Specifically, column 6 lines 12-15 indicate that during telephone communication, the 
music is muted using gain control part 201, while column 6 lines 43-47 indicate that 
during music replay, voice signals are muted using gain control part 201. When a call is 
received during music replay, the gain control part 201 adjusts the volume of the music 
and outputs a ring tone through the first variable attenuator/amplifier 203. See column 7 
lines 1 1-53. Therefore the main control unit 1 1 1 has programmed rules for determining 
the volume of first and second audio sources and demonstrates a priority system. 
Claim 1 is met. As to claim 2, the first audio source is a ring tone which is a signal 
event and the second audio source is music which is continuous. As to claim 4, the 
apparatus provides for an adjustment of the music signal and voice signal once the user 
starts talking after answering the telephone responding to a ring tone. See column 7 
line 54 - column 8 line 18. Therefore a priority is established for two continuous audio 
sources. Per claim 6, main control part 1 1 1 is coupled to A/D converter 104, 
representing the priority logic unit. As to claim 9, the first audio source is a wireless 
communication signal. Per claims 10 and 11, music information storage part 110 is a 
digital storage medium and can be the first audio source and the talking voice be the 
second audio source. As to claim 14, the apparatus performs the claimed method. The 
main control unit 1 1 1 establishes a priority for the first and second audio sources. The 
ring tone has a higher priority than the music signal since the music signal is lowered in 
volume or the ring tone is increased in volume so that the ring tone can be recognized 
by the user. Therefore one of the audio sources is adjusted in level and the sources are 
combined in mixer 206. Regarding claim 15, inherently there is a predetermined level in 
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which one of the audio sources is adjusted in volume. Thus, the new volume level 
establishes a predetermined ratio between the two audio sources. Per claim 16, 
column 7 lines 25-33 states that one source, the music signal, is lowered in volume in 
response to a ring tone. As to claim 18, again the method claimed is performed by the 
Kanamori et al invention. Specifically, a first audio signal (ring tone) is generated, a 
second audio signal (music) is generated, whereby the music has a lower priority than 
the ring tone, and the music is attenuated and combined with the ring tone and 
rendered audible through speaker 102. Per claim 19, priority is assigned to the audio 
sources since either the music is attenuated or ring tone amplified so that the ring tone 
is clearly heard. As to claim 20, the alert tone is the ring tone and the other signal is 
music. Per claim 21 , Kanamori et al teach that the first audio signal is the ring tone, 
second audio signal is music, the music having a lower priority, whereby the ring tone is 
amplified (column 7 lines 46-50) and combined with the music and output to the 
speakers. As to claim 22, as mentioned before, priority is assigned to the first and 
second audio signals. As to claim 23, the alert tone is the ring tone and the other signal 
is music. Per claim 24, the main control unit 1 1 1 controls operation of the telephone 
device and inherently executes computer instructions which establish the priority 
between the audio sources and adjust the volume level of the signals. Regarding claim 
25, there is a predetermined level in which one of the audio sources is adjusted in 
volume. Thus, the new volume level establishes a predetermined ratio between the two 
audio sources. Mentioned above, only one source is adjusted in volume, meeting claim 
26. 
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Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3, 5, 7, 8, 12 and 13 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Kanamori et al in view of Kim. Kanamori et al teach a handheld 

device having first and second audio sources, first and second variable 

attenuators/amplifiers, a priority logic unit, mixer and output. Kanamori et al do not 

teach that the device has more than two audio sources. However, that feature was well 

known in the art as evidenced by Kim. Kim discloses a mobile entertainment and 

communication device having more than two audio sources (alarm 123, computer jack 

124 for connection to media players, memory card 200). It would have been obvious to 

one of ordinary skill in the art at the time of invention to include additional audio sources 

in the invention of Kanamori et al since it was already practiced in the art and provided 

an user with greater capabilities in the telephone. Regarding claim 5, the alarm 123 and 

tone ring are two signal event audio sources. Per claim 7, Examiner takes Official 

Notice that cellular phones at the time of invention comprised memory buffers, said 

buffers used to store a signal event such as a message received signal which is 

replayed at a later time. As to claim 8, it was obvious to reproduce stereophonic music 

with the advantage of better sound localization and "feel" of the audio. Per claims 12 



Application/Control Number: 09/871 ,465 Page 6 

Art Unit: 2644 

and 13, Kanamori et al do not teach a flash memory for the music storage or that the 
memory is removable. Kim discloses memory card 200 which is removable and a flash 
memory unit (see column 2 lines 20-22). 

Claims 17 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kanamori et al over Roberts. Kanamori et al teach a handheld device having first 
and second audio sources, first and second variable attenuators/amplifiers, a priority 
logic unit, mixer and output. Priority is established for the first and second audio 
sources and their levels are adjusted according to their priority. Kanamori et al do not 
teach priority being established based on the level of one of the audio sources. Roberts 
discloses an automatic mixer priority circuit having a plurality of audio sources and 
variable attenuator/amplifiers for each audio source. Priority of the audio sources is 
established based on the proportion of the signal level of the particular audio source to 
the sum of the signal levels of all the audio sources. See column 3 lines 8-1 7. The 
audio source with the highest level calculated by the sensing resistor 26 and the all 
channel logarithmic detector 32 receives the highest priority. This feature was 
advantageous because it allowed the system to adapt to changes in the relative levels 
of the audio sources. Therefore, it would have been obvious to one of ordinary skill in 
the art at the time of invention to incorporate the teachings of Roberts in the invention of 
Kanamori et al. 

Conclusion 
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The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Garvis, US Patent 5,647,011 and Hadley et al, US Patent 
5,243,640. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian T. Pendleton whose telephone number is (703) 
305-9509. The examiner can normally be reached on M-F 7-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Forester W. Isen can be reached on (703) 305-4386. The fax phone 
number for the organization where this application or proceeding is assigned is (703) 



Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
4700. \ v 



872-9314. 
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